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- The MAILING DA TE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and wilt expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply wilt, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )□ Responsive to communication(s) filed on . 



2a)D This action is FINAL. 2b)^ This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 11, 453 O.G. 213. 
Disposition of Claims 

4) ^ Claim(s) 1^5 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) 0 Claim(s) 1^5 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 03 The specification is objected to by the Examiner. 

10) 13 The drawing(s) filed on 19 January 2002 is/are: a)Q accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

1 1) D The proposed drawing correction filed on is: a)Q approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) Q The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

13) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)QAII b)D Some*c)Q None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) Q Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 119(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) Q Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 
Attachments) 

1) Notice of References Cited (PTO-892) 4) Q Interview Summary (PTO-413) Paper No(s). . 

2) O Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) Q Notice of Informal Patent Application (PTO-1 52) 

3) ^ Information Disclosure Statement(s) (PTO-1449) Paper No(s) 4 . 6) Q Other 



U.S. Patent and Trademark Office 
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Art Unit: 2859 

DETAILED ACTION 



Drawings 

1. The drawings are objected to as failing to comply with 37 CFR 1.84(p)(5) because they 
do not include the following reference sign(s) mentioned in the description: reference numbers 
25 and 40, as stated on page 7, lines 2 and 12, respectively. A proposed drawing correction or 
corrected drawings are required in reply to the Office action to avoid abandonment of the 
application. The objection to the drawings will not be held in abeyance. 



Specification 

2. The disclosure is objected to because of the following informalities: 

a) Page 10, line 13 includes the recitation "s desired for a particular use." It appears that 
there is something missing at the beginning of line 13. 

Appropriate correction is required. 



Claim Rejections - 35 USC § 102 
3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
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A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

4. Claims 1 and 4 are rejected under 35 U.S.C. 102(b) as being anticipated by Canfield 
(U.S. 5,515,617). 

Canfield discloses a measuring tool, as shown in Fig. 1 , having: 

- a tape cartridge 8 (housing) having a top wall and a bottom wall separated by a first 
spaced end wall and a second spaced end wall; 

- a slot 54-(opening) disposed in said first spaced end wall; 

- a tape 12' having a top side and a bottom side, said tape 12 comprising an extendable 
length of substantially strong and durable, yet bendable material retractably disposed 
within said tape cartridge 8 (housing), said tape 12 including an attachment end and a 
terminal end; 

- said tape 12 being normally, retractably stored in said tape cartridge 8 (housing) with 
said attachment end fixedly secured within, said tape cartridge 8 (housing) and said 
terminal end protruding through said slot 54 (opening) and being at all times 
exteriorly accessible of said slot 54 (opening); 

- said terminal end having an upper flange and a lower flange, as shown in Fig. 6, said 
upper flange extending upwardly and said lower flange extending downwardly from 
said tape 12 and positioned substantially perpendicular to said tape 12; 
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- said top side and said bottom side having identical graduated indicia 30 extending 
along substantially the entire length of said tape 12, said indicia 30 comprising a 
measuring scale; and 

- wherein the top side and bottom side of said tape 12 are planar. 



Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

6. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

7. Claims 1, 3 and 4 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Hoffman (U.S. 5 5 894,677) in view of Quenot (U.S. 3,004,346). 
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Hoffman discloses a measuring device, as shown in Fig. 5, having: 

- a housing 230 having a top wall 240 and a bottom wall 242 separated by a first 
spaced end wall 236 and a second spaced end wall 238; 

- a tape outlet 244 (opening) disposed in said first spaced end wall 236; / 



- a tape 446, as shown in Fig. 7, having a top side and a bottom side, said tape 446 
comprising an extendable length of substantially strong and durable, yet bendable 
material retractably disposed within said housing 230, said tape 446 including an 
attachment end and a terminal end; 

- said tape 446 being normally, retractably stored in said housing 230 with said 
attachment end fixedly secured within said housing 230 and said terminal end 
protruding through said tape outlet 244 (opening) and being at all times exteriorly 
accessible of said tape outlet 244 (opening); 

- said terminal end having an upper flange 450b'and a lower flange 450b, as shown in 
Fig. 7, said upper flange extending upwardly and said lower flange extending 
downwardly from said tape 446 and positioned substantially perpendicular to said 
tape 446; and 

- said top side having graduated indicia extending along substantially the entire length 
of said tape, as shown in Fig. 6, said indicia comprising a measuring scale; and 

- wherein the top side and bottom side of said tape 446 are planar. 
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Hoffman lacks identical markings on the top and bottom sides of the tape, and the 
specific increments of the indicia. 

With respect to the identical markings on the top and bottom sides of the tape: Quenot 
discloses a measuring instrument, as shown in Fig. 2, having a tape 1, said tape having a top side 
and a bottom side, said top side and said bottom side including identical scales extending along 
substantially the entire length of said tape 1. The scales are marked in 1/16-inch increments, as 
shown in Figs. 1 and 3. Therefore, it would have been obvious to a person having ordinary skill 
in the art at the time the invention was made to add markings, as taught by Quenot, to the bottom 
side of the tape disclosed by Hoffman in order to be able to use the tape with either side upward, 
as suggested by Quenot. Furthermore, it would have been obvious to a person having ordinary 
skill in the art at the time the invention was made to provide the indicia on the bottom side of the 
tape in order to use both sides of the tape, since it has been held that the mere duplication of the 
essential working parts of a device involves only routine skill in the art. See St. Regis Paper Co. 
v. BemisCo., 193 USPQ 8. 

With respect to the specific increments of the indicia: Quenot teaches the use of a tape 1 
having scales on the top and bottom sides of the tapel, said scales are marked in 1/16-inch 
increments. Therefore, it would have been obvious to a person having ordinary skill in the art at 
the time the invention was made to provide a scale marked in 1/16-inch increments as taught by 
Quenot in order to be able to make more accurate measurements. Furthermore, the specific 
increments of the indicia claimed by applicant, i.e., 1/16-inch increments, absent any criticality, 
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is only considered to be the "optimum" increments of the scale disclosed by Hoffman as 
modified by Quenot that a person having ordinary skill in the art would have been able to 
determine using routine experimentation based, among other things, on the desired accuracy, 
manufacturing costs, etc. See In re Boesch. 205 USPQ 215 (CCPA 1980). 

8. Claims 2 and 5 are rejected under 35 U.S.C. 103(a) as being unpatentable over Hoffman 
(U.S. 5,894,677) in view of Quenot (U.S. 3,004,346) as applied to claims 1, 3 and 4 above, and 
further in view of Knispel et al. (U.S. 5,210,956) [hereinafter Knispel]. 

Hoffman as modified by Quenot disclosed all the subject matter claimed above in 
paragraph 7 with the exception of an attachment clip, and the specific shape of the tape. 

With respect to the attachment clip and the specific shape of the tape: Knispel discloses a 
tape measure, as shown in Fig. 2, having an attachment clip and a tape 30 having a top side and a 
bottom side, wherein said top and bottom sides are arcuate in cross section, as shown in Fig. 3 
(see col. 3, lines 18-19). Therefore, it would have been obvious to a person having ordinary skill 
in the art at the time the invention was made to provide an attachment clip as taught by Knispel, 
to the measuring device disclosed by Hoffman as modified by Quenot in order to be able to 
securely mount the device to a user's belt. Furthermore, it would have been obvious to provide a 
tape having a top side and bottom side being arcuate in cross section, as taught by Knispel to the 
device disclosed by Hoffman as modified by Quenot, since the courts have held that a change in 
shape or configuration, without any criticality, is within the level of skill in the art as the 
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particular shape claimed by applicant is nothing more than one of numerous shapes that a person 
having ordinary skill in the art will find obvious to provide using routine experimentation based 
on its suitability for the intended use of the invention. See In re Dailev, 149 USPQ 47 (CCPA 
1976). 



9. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. Merrill discloses a measuring rule having graduations on the top and bottom sides of 
the rule, said graduations are marked in 1/16-inch increments. Drechsler discloses a tape 
measure having identical marking on the top and bottom sides of the tape. Tursi discloses a tape 
measure device having a T-shaped hook 94 and an attachment clip. Han, Goldman, Garity and 
Poineau et al. ('863) disclose tape measure devices having a double tip. Murray discloses a rule 
assembly having a concave tape and an attachment clip. 



10. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Madeline Gonzalez whose telephone number is (703) 308-7004. 
The examiner can normally be reached on Monday-Friday (8:00-5:30), alternate Fridays off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Diego F.F. Gutierrez can be reached on (703) 308-3875. The fax phone numbers for 



Conclusion 
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the organization where this application or proceeding is assigned are (703) 308-7724 for regular 
communications and (703) 305-3431 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 308-0956. 



MG 

September 26, 2002 




Diego F.F. Gutierrez 
Supervisory Patent Examiner 
Technology Center 2800 



